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DETAILED ACTION 

1 . Pursuant to the entry of the amendment of October 1 , 201 0, the status of the 
claims is as follows: Claims 1-23 are pending. 

Claim Rejections - 35 USC § 103 

2. The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 

3. Claims 1-23 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Temple et al., 5,670,255 (Temple) or Schell 5,824,413, each in view of Gonthier et al., 
2004/0265586 A1 (Gonthier), further in view of Das et al., 4,477,496 (Das). 
Temple '255 discloses a glass strand coated with an aqueous sizing composition 
comprising, as film forming agents, further disclosing that suitable film formers can be 
polyesters, polyurethanes, vinyl polymers, and mixtures thereof. See entire document, 
and for example, abstract, column 15, lines 39-43, and column 24, lines 18-45. In 
addition, Temple '255 discloses that the vinyl polymer can be commercially available 
polyvinyl acetate. Note column 17, lines 56-60. 

Schell discloses glass strands coated with an aqueous coating composition 
comprising a polyurethane. See entire document, and for example, abstract, column 2, 
lines 65-67 and column 4, lines 56 through column 5, and line 3. In addition, Schell 
discloses that additional film forming polymers can be present such as polyester or vinyl 
polymers, and mixtures thereof, wherein the vinyl polymers can be polyvinyl acetate. 
See column 8, lines 25-33 and column 9, lines 43-47. 
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Temple '255 and Schell are as applied above but do not teach the specific 
formation of the polyester polymer or the molecular weight or the specific amounts of 
each component. 

Gonthier teaches glass strands coated with an essentially aqueous sizing 
composition which comprises a polyurethane and a polyester. See entire document 
and for example, abstract. In addition, Gonthier teaches that his polyester is produced 
by the reaction of a carboxylic acid and/or anhydride and a polyol, as required by 
present claim 3. The polyol can be a polyalkylene glycol and the anhydride can be 
maleic anhydride, as required by present claim 4. See [0028]. Gonthier is silent as to 
the specific molecular weight of his polyester. 

Das teaches a sizing composition and glass fibers sized therewith comprising 
one or more crosslinkable film formers present in the sizing composition as the 
predominant amount of hte solids, an amino containing silane coupling agent and an 
epoxidized thermoplastic copolymer. See entire document, and for example, column 4, 
lines 34-65. The predominant film former can be polyester, and the epoxidized 
thermoplastic copolymer can be epoxidized polyurethane and/or epoxidized polyvinyl 
acetate. See column 8, lines 20-36, and column 13, lines 40-61 . 

Temple '255, Schell, Das and Gonthier are each drawn to glass strands coated 
with aqueous sizing compositions, wherein said compositions comprise polyurethane 
and polyester film forming polymers. Thus, Temple '255, Schell, Das and Gonthier are 
in the same field of endeavor and thus are analogous art. 
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Regarding claims 1,18, and 21, Temple '255, Schell and Das each teach sizing 
compositions for glass strands comprising polyester, polyvinyl acetate and 
polyurethane, glass fibers sized therewith and the formation of composite parts. As to 
the specific amounts of each film forming component, the prior art clearly teaches that 
sizing compositions comprising a combination of polyester, polyvinyl acetate and 
polyurethane are known. In addition, Das teaches the desirability for the sizing 
composition to contain polyester in predominate amounts (the compositions of Gunthier 
reflect this as well). These teachings provide a suggestion to the skilled artisan for 
sizing composition containing polyester as the predominate component. Accordingly, it 
is the examiner's position that since the results sought, namely, the formation of a size 
composition for glass fibers that has improved opening at chopping, and the ingredients 
used were known, in particular, a combination of film formers comprising polyester, 
polyurethane and polyvinyl acetate, it was within the expected skill of one having 
ordinary skill in this art to arrive at the optimum proportion of those ingredients, and, any 
improved results alleged by applicant would have resulted from experimentation of an 
obvious nature and are nothing more than one would expect. In re Reese^ 29 USPQ 
402. 

Regarding claims 3, 4, 6, it would have been obvious to one having ordinary skill 
in the art to use as the polyester of Temple '255 or Schell a polyester that is produced 
by the reaction product of a carboxylic acid or anhydride with a polyol, essentially as 
claimed and as taught by Gonthier. The motivation for doing so, at the time the 
invention was made, is that it has been held that the combination of two known 
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compositions each of which is taught by the prior art to be used for the same purpose to 
form a third composition that is to be used for the very same purpose may be prima 
facie obvious. MPEP 2144.06. 

Regarding claims 2, 5, 7, drawn to the molecular weight range of the polyester, it 
is the position of the examiner that where the general conditions of a claim are 
disclosed in the prior art, it is not inventive to discover the optimum or workable ranges 
by routine experimentation. In re Aller, 1 05 USPQ 233 (CCPA 1 955). 

Regarding claims 8-1 2 and 1 6-17, the inclusion of various additives such as 
coupling agents, lubricants and antistatic agents are known additives in sizing 
composition and would have been obvious to include. Moreover, note Temple '255 
column 18, lines 6-68, which discloses the specific lubricant, coupling agent and the 
application of an antistatic agent. 

Regarding claim 1 3, Gonthier teaches a loss on ignition of less than 1 .5%. See 
[0035]. This teaching would render obvious the invention of present claim 13. 

Regarding claim 1 4, Gonthier teaches filament diameters of from 9 to 1 6 urn. 
See [0039]. This teaching would render obvious the requirement of present claim 14. 

Regarding claim 15, Gonthier teaches the strands having a tex between 15 and 
60 tex. See [0040]. This teaching would render obvious the requirement of present 
claim 15. 

Regarding claim 1 9, Temple '255 teaches an amount of silane coupling agent 
that is preferably about 0.1 to about 15 weight percent. See '255 column 19, lines 23- 
27. 
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Regarding claim 20, Temple '255 teaches a solids content of about 0.01 to about 
30 wt%. See column 14, lines 28-45. 

Regarding claims 22-23, Temple '255 teaches a composite formed from a 
polyester matrix material having a glass content of 30% by weight. See column 26, 
lines 50-59. 

Therefore, the combined teachings of Temple and Gonthier or Schell and Das 
would have rendered obvious the invention as claimed in present claims 1 -23. 

Response to Arguments 
4. Applicant's arguments filed October 1 , 201 0 have been fully considered but they 
are not persuasive. 

Applicants argue that Temple recites an extensive and virtual endless laundry list 
of potential film formers and there must be some suggestion or motivation provided 
within the reference for one of skill in the art to select the particular components. 

In this regard, Temple, at column 1 5, lines 56-61 , 1 0 examples of the 
thermoplastic and thermosetting film-forming materials and mixtures thereof. Clearly a 
list of 10 cannot be construed as an extensive and virtual endless laundry list of 
potential film formers. Claim 1 is not specific as to any particular type of polyester, 
polyvinyl acetate or polyurethane. Hence, the skilled artisan is not required to consider 
the specific types of the broad film formers taught by Temple. Also, it should be noted 
that Table 1 discloses compositions comprising polyurethanes and polyesters. 

Applicants argue that there is no teaching or suggestion within Das of a 
polyurethane or polyvinyl acetate film forming agent and Gonthier does not mention the 
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use of polyvinyl acetate and that Temple, Gonthier and Das do not teach or suggest the 
claimed film forming agents. 

In this regard, it is the position of the examiner that the test for obviousness 
under 35 U.S.C. 103 is not the express suggestion of the claimed invention in any or all 
of the references but what the references taken collectively would suggest. In Re 
Conrad, 169 USPA 170 (CCPA 1971). In the present case, the combined references 
would suggest that mixtures of film formers can be used, and more importantly, that 
mixtures of polyester, polyvinyl acetate and polyurethane could be used with a 
reasonable expectation of success. Moreover, the combination of two compositions, 
each of which is taught by the prior art to be useful for the same purpose, in order to 
form a third composition that is to be used for the very same purpose may be prima 
facie obvious. In re Kerkohven, 625 R.2d 864, 850, 205 USPQ 1 069, 1 072 (CCPA 
1980). 

Applicants argue that Temple, Gonthier and Das do not teach or suggest the 
claimed ranges. 

The examiner disagrees for the reasons previously stated and incorporated 
herein. In particular, the prior art clearly suggests a sizing composition comprising 
polyester, polyvinyl acetate and polyurethane. Accordingly, the combination of these 
ingredients is known in the art. Hence, since the result sought and the ingredients used 
were known, it was within the expected skills of one having ordinary skill in this art to 
arrive at the optimum proportion of those ingredients and any improved results alleged 
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by applicants would have resulted from experimentation of an obvious nature. In re 
Reese, 129, USPQ402 (CCPA 1961). 

Applicants argue that Schell does not teach or suggest including a polyester in 
the present claimed amount. 

In this regard, it is the position of the examiner that the teachings of Schell are 
relied upon for all that he would reasonably convey to one having ordinary skill in this 
art, namely, that compositions comprising polyurethanes, polyester and polyvinyl 
acetates are known. As to the amount of each component, the examiner's position is as 
set forth above and incorporated herein. In particular, the prior art clearly suggests a 
sizing composition comprising polyester, polyvinyl acetate and polyurethane. 
Accordingly, the combination of these ingredients is known in the art. Hence, since the 
result sought and the ingredients used were known, it was within the expected skills of 
one having ordinary skill in this art to arrive at the optimum proportion of those 
ingredients and any improved results alleged by applicants would have resulted from 
experimentation of an obvious nature. In re Reese, 129, USPQ 402 (CCPA 1961). 

Applicants' arguments with respect to the dependent claims has been noted. 

In response thereto, the examiner disagrees for reasons stated above and 
incorporated herein. 

No claims are allowed. 

Conclusion 

5. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 
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A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .1 36(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jill Gray whose telephone number is 571 -272-1 524. 
The examiner can normally be reached on M-Th and alternate Fridays 10:00-6:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Rena Dye can be reached on 571 -272-31 86. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-91 99 (IN USA OR CANADA) or 571 -272-1 000. 



/Jill Gray/ 
Primary Examiner 
Art Unit 1798 

jmg 



